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Response to Amendment 

The Examiner respectfully submits a response to the amendment received on 7/5/2005 
of application no. 10/075,667 filed on 2/13/2005 in which claims 1-22 are currently 
pending. 

Response to Arguments 

Applicant's arguments with respect to the claims have been considered but are 
moot in view of the new ground(s) of rejection. 

The affidavit filed on 2/13/2005 under 37 CFR 1.131 has been considered but is 
ineffective to establish conception prior to the filing date of the application. While 
conception is the mental part of the inventive act, it must be capable of proof, such as 
by demonstrative evidence or by a complete disclosure to another. Conception is more 
than a vague idea of how to solve a problem. The requisite means themselves and 
their interaction must also be comprehended. See Mergenthaler v. Scudder, 1897 
CD. 724, 81 O.G. 1417 (D.C. Cir. 1897). In particular, the photograph labeled "Exhibit 
A" is of such poor quality that it fails to show possession of the invention as defined by 
the claims. The photograph appears to show five contraptions, each comprising a base 
and an arm attached to the base that suspends some type of head above the base. 
The Examiner alleges that the contraptions are merely reading lamps and notes that no 
mouse, camera, or positioning indicia are visible in the image. 



Claim Objections 
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Claim 5 is objected to because of the following informalities: there is insufficient 
antecedent basis for the limitation in the claim." Claim 5 recites the limitation "said 
camera" in line 1 of the claim. Appropriate correction is required 

Claim Rejections • 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 21 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. There is insufficient antecedent basis for the limitation in the 
claim. The claim recites the limitation "the imaging pad" in line 3 of the claim. 
Furthermore, the third and fourth lines of the claim are nonsensical. 

Claim Rejections • 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

Claims 1-5, 11-17, and 22 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Bohn (U.S. Pat. No. 6,525,306). 
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Regarding claim 1 , Bohn discloses an imaging apparatus comprising a mouse 
pad (Fig. 1 , element 20)! 

Regarding claim 2, Bohn teaches the mouse pad comprises an object-to-be- 
imaged support surface (Fig. 1 , element 1 8) because the mouse images the planar 
reference object 18 when in the icon pointing mode. 

Regarding claim 3, Bohn discloses the imaging apparatus further comprises a 
camera positioned in spaced-apart relationship with said mouse pad (Fig. 5). 

Regarding claim 4, Bohn discloses the camera comprises a digital camera (Fig. 
4, element 66). 

Regarding claim 5, Bohn discloses a camera has an image window (Fig. 3, 
element 46) and wherein said mouse pad is at least coextensive with said image 
window (Fig. 3, 20). 

Regarding claim 11, Bohn discloses a work assembly comprising: a computer 
(Abstract); and an optical imaging apparatus operably connected to said computer (Fig. 
1); and having an object-to-be-imaged locator (Fig, 2) comprising a mouse pad (Fig. 1, 
element 20) because the mouse locates the object to be imaged. 

Regarding claim 12, please see the rejection of claim 6. 

Regarding claim 13, please see the rejection of claim 7. 

Regarding claim 14, please see the rejection of claim 8. 

Regarding claim 15, please see the rejection of claim 9. 

Regarding claim 16, Bohn discloses an imaging apparatus comprising: means for 
supporting an object to be imaged (Fig. 1 , element 20); means for co-acting with a 
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computer mouse (Fig. 1), wherein said means for supporting comprises said means for 
co-acting. 

Regarding claim 17, Bohn discloses a work assembly comprising: means for 
computing having a computer mouse operably connected thereto (Abstract); means for 
imaging an object (Fig. 3, element 46); and means for positioning said object relative to 
said imaging means and for co-acting with said mouse (Fig. 5, element 86). 

Regarding claim 22, Bohn discloses a method of saving space on a desk top 
supporting a computer with a computer mouse and an overhead imaging device, 
wherein the mouse is the overhead imaging device, comprising: providing a mouse pad 
adapted to co-act with the mouse (Fig. 1); and using the mouse pad as an object locator 
for the overhead imaging device because the mouse and mouse pad comprise an 
object locator when operated in the icon pointing mode. 

Claims 1 and 10 are are rejected under 35 U.S.C. 102(e) as being anticipated by 
Fukumitsu et al. (U.S. Pat. No. 6,141,052). 

Regarding claim 1 , Fukumitsu discloses an imaging apparatus (Fig. 2, element 
18) comprising a mouse pad (Fig. 2, element 13). 

Regarding claim 10, Fukumitsu discloses the mouse pad (Fig. 2, element 13) is 
physically attached to a base portion of said imaging apparatus (Fig. 2, element 11). 



Claim Rejections - 35 USC § 103 



Application/Control Number: 10/075,667 Page 6 

Art Unit: 2615 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the Invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 18-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bohn 
(U.S. Pat. No. 6,525,306). 

Regarding claim 18, Bohn teaches a method of data acquisition and processing, 
comprising: a mouse pad, and a mouse and integral digital camera for capturing an 
image of a selected object (Fig. 5). Clearly, a user would have selected any desired 
object for imaging with the mouse, including objects on the mouse pad. As a result, it 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
have placed a mouse pad in registration with the field of view of an imaging device (Fig. 
5); placed an object on the mouse pad (Fig. 5); and imaged the object on the mouse 
pad (Fig. 5) because a user would have selected any desired object for imaging with the 
mouse, including objects on the mouse pad. 

Regarding claim 1 9, Bohn discloses operating a computer mouse on the mouse 
pad (Fig. 1). 

Regarding claim 20, Bohn discloses operating a computer mouse on the mouse 
pad comprises operating the mouse with the mouse pad in registration with the field of 
view of the imaging device (Fig. 3). 
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Claims 6-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bohn 
(U.S. Pat. No. 6,525,306) in view of Dance et al. (U.S. Pat. No. 6,463,220). 

Regarding claim 6, Bohn discloses a mouse pad and a mouse with an integral 
digital camera, wherein when the mouse is moved across the mouse pad (i.e., the 
planar reference object 1 8) an icon pointing mode is enabled, and when the mouse is 
lifted from the mouse pad, a camera mode is enabled for capturing an image of a 
selected object (Fig. 5). Bohn does not disclose the mouse pad comprises object-to-be- 
imaged positioning indicia. 

However, Dance discloses a camera projecting a light source onto an object 
scene to be captured, the indicator indicating the field of view of the camera (Fig. 2, 
element 32). One of ordinary skill in the art would have provided the mouse and 
integral camera of Bohn with the field of view indicator of Dance for the purpose of 
indicating the field of view to be captured by the camera (col. 1 , line 60-col. 2, line 5). 
Furthermore, it is clear that the mouse pad comprises the field of view indicators when 
the indicators are projected onto the mouse pad during imaging of an object on the 
mouse pad. As a result, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to have provided field of view indicators projected onto the 
mouse pad, wherein the field of view indicators are object-to-be-imaged positioning 
indicia, in order to indicating the field of view to be captured by the camera. 

Regarding claim 7, Dance further discloses the object-to-be-imaged positioning 
indicia comprises graphics (Fig. 2, element 32; col. 3, lines 12-18). 
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Regarding claim 8, Dance teaches indicating variable fields of view (Fig. 4) and 
the object-to-be-imaged positioning indicia comprises at least one peripheral edge 
portion of said mouse pad (Fig. 4) because the object-to-be-imaged positioning indicia 
comprises at least one peripheral edge portion of said mouse pad when the field of view 
is coincident with the mouse pad. 

Regarding claim 9, Dance further discloses the positioning indicia correspond to 
an image window of a camera (Fig.2, element 32). 

Conclusion 

Any inquiry concerning this communication or eariier communications from the 
examiner should be directed to Brian Jelinek whose telephone number is (571 ) 272- 
7366. The examiner can normally be reached on M-F 9:00 am - 5:00 pm. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, David 
Ometz can be reached at (571 ) 272-7593. The fax phone number for the organization 
where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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